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DETAILED ACTION 

1 . This action is in response to the request for continued examination, 
amendments, and remarks filed on May 10, 2005. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee 
set forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on May 10, 
2005 has been entered. 

Response to Arguments 

3. Applicant's arguments with respect to claims 1-14, and 16-29, have been 
considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. Claimsl^.S,/, 11, 14, 17, 19, are rejected under 35 U.S. C. 103(a) as being 
unpatentable over Fernandez, WO 99/65256 (supplied by Applicant), in view of Shuman 
et al. (hereinafter Shuman), U.S. Patent 6,708,202. 

6. In considering claims 1 , 3, 1 1, and 17, Fernandez teaches an electronic mail 
processing system, method, and device comprising: 

receiving means for receiving electronic mail sent to a receiver via Internet, 
(page 5, lines 1-15); 

analysis means for receiving the electronic mail sent from a sending means via 
the internet and for carrying out a keyword analysis of a message portion of the 
received electronic mail on the basis of keywords previously registered by the receiver 
to obtain a short text of the message portion, the analysis means selectively shortening 
the message portion to retain text corresponding to the registered keywords and to 
leave out words not corresponding to the registered keywords, (page 10, lines 24-28); 

storing means for storing the short text of the electronic mail obtained after the 
keyword analysis, (page 5, lines 1-15); 

and sending means for sending the short text of the electronic mail stored in the 
storing means to the receiver via the Internet in response to access of the receiver, 
(page 5, lines 1-15). 

Although the disclosed system of Fernandez shows substantial features of the 
claimed invention, it fails to expressly disclose: 
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the text of the email being shortened into a short text, by including registered 
keywords and excluding words intermediate the registered keywords. 

Nevertheless, in a similar field of endeavor, Shuman teaches a method for 
highlighting information contained in an email comprising: 

shortening the text of the email by including registered keywords from within the 
email, and excluding words intermediate the registered keywords, (col. 11, line 65 
through col. 12, line 8). 

Thus, given the teachings of Shuman it would have been obvious to a person of 
ordinary skill in the art to modify the teaching of Fernandez to show the registered 
keywords as text in the received email, and shortening the text of the email by including 
the registered keywords and excluding words intermediate the registered keywords. 
This would have advantageously made the user aware of important information 
contained in the text of the received email, Shuman, col. 12, lines 5-8. 

7. In considering claims 6, 14, and 19, Fernandez teaches an electronic mail 
processing system, method, and device comprising: 

receiving means for receiving electronic mail sent to a receiver via internet; voice 

\ 

conversion means for receiving the electronic mail sent from a sending means via the 
internet and for converting content of the received electronic mail into voice signals, 
(page 5, lines 1-15); 

an analysis means for carrying out a keyword analysis of the received electronic 
mail on the basis of keywords previously registered by the receiver to obtain a short text 
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of a message portion of the electronic mail, the analysis means selectively shortening 
the message portion to retain text corresponding to the registered keywords and to 
leave out words not corresponding to the registered keywords, (page 10, lines 24-28); 

reading out means for reading out the voice signals output from the voice 
conversion means to produce voiced electronic mail, (page 5, lines 1-15); 

and sending means for sending the voiced electronic mail produced by the 
reading out means to the receiver via a public telephone network in response to access 
of the receiver, (page 5, lines 1-15). 

Although the disclosed system of Fernandez shows substantial features of the 
claimed invention, it fails to expressly disclose: 

the text of the email being shortened into a short text, by including registered 
keywords and excluding words intermediate the registered keywords. 

Nevertheless, in a similar field of endeavor, Shuman teaches a method for 
highlighting information contained in an email comprising: 

shortening the text of the email by including registered keywords from within the 
email, and excluding words intermediate the registered keywords, (col. 11 , line 65 
through col. 12, line 8). 

Thus, given the teachings of Shuman it would have been obvious to a person of 
ordinary skill in the art to modify the teaching of Fernandez to show the registered 
keywords as text in the received email, and shortening the text of the email by including 
the registered keywords and excluding words intermediate the registered keywords. 
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This would have advantageously made the user aware of important information 
contained in the text of the received email, Shuman, col. 12, lines 5-8. 

8. In considering claim 7, the teachings of Fernandez further show a document 
output means for outputting a selected reply document in response to a signal sent from 
the public telephone network, and a reply sending means for preparing electronic mail 
from the reply document output from the document output means and for sending the 
prepared electronic mail to the electronic mail sender via the Internet. See page 6, lines 
10-16. 

9. Claims 2, 4, 5, 8, 9, 12, 13, 16, 18, are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Fernandez and Shuman in view of Scannell et al. (hereinafter 
Scannell), U.S. Patent 5,377,354 (supplied by Applicant). 

10. In considering claims 2, 4, 8, 9, and 16, although the modified system of 
Fernandez shows substantial features of the claimed invention, it fails to expressly 
disclose: 

rearranging the received email. 

Nevertheless, in a similar field of endeavor, Scannell teaches a method and 
system comprising: 
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a rearrange means for receiving electronic mail sent from a sending means via 
the Internet and for rearranging the received electronic mail in a priority order previously 
registered by a receiver of the electronic mail, (col. 2, lines 34-48). 

Thus given the teachings of Scannell, it would have been obvious to a person of 
ordinary skill in the art to further modify the teaching of Fernandez to show the receiver 
registering electronic mail in a priority order so that the received electronic mail can be 
rearranged for the receiver. Doing so would have provided the receiver with an 
improved automatic message sorting system driven by the rules created and modified 
by the receiver, (col. 2, lines 28-31 ). 

11. In considering claims 5, 12, and 18, Fernandez teaches an electronic mail 
processing system, method, and device comprising: 

receiving means for receiving electronic mail sent to a receiver via Internet, 
(page, 5, lines 1-15); 

storing means for storing the received electronic mail, (page, 5, lines 1-15); 

an analysis means for carrying out a keyword analysis of the received electronic 
mail on the basis of keywords previously registered by the receiver to obtain a short text 
of a message portion of the electronic mail, the analysis means selectively shortening 
the message portion to retain text corresponding to the registered keywords and to 
leave out words not corresponding to the registered keywords, (page 10, lines 24-28); 
and, a second sending means for sending the received electronic mail stored in the 



Application/Control Number: 09/863,454 Page 8 

Art Unit: 2151 

storing means to the receiver via the internet in response to access of the receiver, 
(page, 5, lines 1-15). 

Although the disclosed system of Fernandez shows substantial features of the 
claimed invention, it fails to expressly disclose: 

the text of the email being shortened into a short text, by including registered 
keywords and excluding words intermediate the registered keywords. 

Nevertheless, in a similar field of endeavor, Shuman teaches a method for 
highlighting information contained in an email comprising: 

shortening the text of the email by including registered keywords from within the 
email, and excluding words intermediate the registered keywords, (col. 1 1 , line 65 
through col. 12, line 8). 

Thus, given the teachings of Shuman it would have been obvious to a person of 
ordinary skill in the art to modify the teaching of Fernandez to show the registered 
keywords as text in the received email, and shortening the text of the email by including 
the registered keywords and excluding words intermediate the registered keywords. 
This would have advantageously made the user aware of important information 
contained in the text of the received email, Shuman, col. 12, lines 5-8. 

Although the modified system of Fernandez shows substantial features of the 
claimed invention, it fails to further expressly disclose: 

rearranging the received email. 

Nevertheless, in a similar field of endeavor, Scannell teaches a method and 
system comprising: 
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a rearrange means for receiving electronic mail sent from a sending means via 
the Internet and for rearranging the received electronic mail in a priority order previously 
registered by a receiver of the electronic mail, (col. 2, lines 34-48). 

Thus given the teachings of Scannell, it would have been obvious to a person of 
ordinary skill in the art to further modify the teaching of Fernandez to show the receiver 
registering electronic mail in a priority order so that the received electronic mail can be 
rearranged for the receiver. Doing so would have provided the receiver with an 
improved automatic message sorting system driven by the rules created and modified 
by the receiver, (col. 2, lines 28-31). 

12. In considering claim 13, the method taught by Fernandez discloses storing 
the short text of the electronic mail after the keyword analysis in the receive mailbox, 
(page 5, lines 1-15). 

13. Claim 10, is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fernandez in view of Shuman, and further in view of Nelson, U.S. Patent 6,061,718 
(supplied by Applicant). 

14. In considering claim 10, Fernandez teaches an electronic mail processing 
system comprising: 

first sending means for sending voiced electronic mail to a receiver via a public 
telephone network, (page 5, lines 1-15); 
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storing means for storing the voiced electronic mail, (page 5, lines 1-15); 

an analysis means for carrying out a keyword analysis of the received electronic 
mail on the basis of keywords previously registered by the receiver to obtain a short text 
of a message portion of the electronic mail, the analysis means selectively shortening 
the message portion to retain text corresponding to the registered keywords and to 
leave out words not corresponding to the registered keywords, (page 10, lines 24-28); 

and second sending means for sending the received electronic mail stored in the 
storing means to the receiver via the Internet in response to access of the receiver of 
the voiced electronic mail, (page 5, lines 1-15). 

Although the disclosed system of Fernandez shows substantial features of the 
claimed invention, it fails to expressly disclose: 

the text of the email being shortened into a short text, by including registered 
keywords and excluding words intermediate the registered keywords. 

Nevertheless, in a similar field of endeavor, Shuman teaches a method for 
highlighting information contained in an email comprising: 

shortening the text of the email by including registered keywords from within the 
email, and excluding words intermediate the registered keywords, (col. 1 1 , line 65 
through col. 12, line 8). 

Thus, given the teachings of Shuman it would have been obvious to a person of 
ordinary skill in the art to modify the teaching of Fernandez to show the registered 
keywords as text in the received email, and shortening the text of the email by including 
the registered keywords and excluding words intermediate the registered keywords. 
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This would have advantageously made the user aware of important information 
contained in the text of the received email, Shuman, col. 12, lines 5-8. 

Although the modified system of Fernandez shows substantial features of the 
claimed invention, it fails to further expressly disclose: 

converting the voiced electronic mail to text. 

Nevertheless, Nelson teaches a method comprising: 

a conversion means for receiving voiced electronic mail sent from a first sending 
means via the public telephone network and for converting content of the voiced 
electronic mail into a text as content of a communication matter, (col. 4, lines 59-67, col. 
5, lines 1-3). 

Thus given the teachings of Nelson, it would have been obvious to a person of 
ordinary skill in the art to further modify the teaching of Fernandez to show a conversion 
means for converting the voiced electronic mail to text. This would have provided an 
efficient means for allowing the receiver to optionally receive messages in voice or text 
format, Nelson, col. 4, lines 59-67, col. 5, lines 1-3. 

15. Claims 20, 22, 25, 26, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fernandez in view of Chong et al. (hereinafter Chong), U.S. Patent 
5,497,319 (supplied by Applicant). 
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16. In considering claims 20, 22, 25, and 26, although the disclosed system of 
Fernandez shows substantial features of the claimed invention, it fails to expressly 
disclose: 

sharing a conversion processor or language dictionary between a personal 
computer and a mobile device. 

Nevertheless, conversion processors, or language dictionaries were well known 
in the art at the time of the claimed invention. This is exemplified through the teachings 
of Chong, whereby Chong shows a telecommunication system comprising: 

a conversion processor/language dictionary that receives input from a first 
telecommunications link, and sends translated output to the address of the recipient via 
a second telecommunications link, (col. 3, lines 33-54). 

Thus given the teachings of Chong, it would have been obvious to a person of 
ordinary skill in the art to modify the teaching of Fernandez to have a have a conversion 
processor between a personal computer and a mobile device. This would have allowed 
to owner of the mobile device to communicate with a plurality of devices that utilize 
different languages, (col. 3, lines 16-33). 

17. Claims 21, 23, 27, 28, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fernandez and Scannell, in view of Chong. 
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18. In considering claims 21 , 23, 27, and 28, although the disclosed system of 
Fernandez and Scannell shows substantial features of the claimed invention, it fails to 
expressly disclose: 

sharing a conversion processor or language dictionary between a personal 
computer and a mobile device. 

Nevertheless, conversion processors, or language dictionaries were well known 
in the art at the time of the claimed invention. This is exemplified through the teachings 
of Chong, whereby Chong shows a telecommunication system comprising: 

a conversion processor/language dictionary that receives input from a first 
telecommunications link, and sends translated output to the address of the recipient via 
a second telecommunications link, (col. 3, lines 33-54). 

Thus given the teachings of Chong, it would have been obvious to a person of 
ordinary skill in the art to modify the teachings of Fernandez and Scannell to have a 
have a conversion processor between a personal computer and a mobile device. This 
would have allowed to owner of the mobile device to communicate with a plurality of 
devices that utilize different languages, (col. 3, lines 16-33). 

19. Claim 24, is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Scannell in view of Chong. 

20. In considering claim 24, although the disclosed system of Scannell shows 
substantial features of the claimed invention, it fails to expressly disclose: 
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sharing a conversion processor or language dictionary between a personal 
computer and a mobile device. 

Nevertheless, conversion processors, or language dictionaries were well known 
in the art at the time of the claimed invention. This is exemplified through the teachings 
of Chong, whereby Chong shows a telecommunication system comprising: 

a conversion processor/language dictionary that receives input from a first 
telecommunications link, and sends translated output to the address of the recipient via 
a second telecommunications link, (col. 3, lines 33-54). 

Thus given the teachings of Chong, it would have been obvious to a person of 
ordinary skill in the art to modify the teaching of Scannell to have a have a conversion 
processor between a personal computer and a mobile device. This would have allowed 
to owner of the mobile device to communicate with a plurality of devices that utilize 
different languages, (col. 3, lines 16-33). « 

21. Claim 29, is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nelson in view of Chong. 

22. In considering claim 29, although the disclosed system of Nelson shows 
substantial features of the claimed invention, it fails to expressly disclose: 

sharing a conversion processor or language dictionary between a personal 
computer and a mobile device. 
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Nevertheless, conversion processors, or language dictionaries were well known 
in the art at the time of the claimed invention. This is exemplified through the teachings 
of Chong, whereby Chong shows a telecommunication system comprising: 

a conversion processor/language dictionary that receives input from a first 
telecommunications link, and sends translated output to the address of the recipient via 
a second telecommunications link, (col. 3, lines 33-54). 

Thus given the teachings of Chong, it would have been obvious to a person of 
ordinary skill in the art to modify the teaching of Nelson to have a have a conversion 
processor between a personal computer and a mobile device. This would have allowed 
to owner of the mobile device to communicate with a plurality of devices that utilize 
different languages, (col. 3, lines 16-33). 

Conclusion 

23. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Hassan Phillips whose telephone number is (571) 
272-3940. The examiner can normally be reached on M-F 8:00am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Zarni Maung can be reached on (571) 272-3939. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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